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DETAILED ACTION 

This Office Action is a response to Applicant's amendment and remarks filed 
August 1 , 2005. 

Claims 10-12, 18-20, 29-31, 37, 39, 45-96, 98-101, and 103-105 are pending in 
the instant application. Claims 12, 31, 58-68, 71-76, and 78-84 have been amended. 

This application contains claims 10, 11, 18-20, 29, 30, 37, 39, 70, 88, 98, 99, and 
105 drawn to an invention nonelected with traverse on March 4, 2003. A complete reply 
to the final rejection must include cancellation of nonelected claims or other appropriate 
action (37 CFR 1.144) See MPEP § 821.01. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

It is noted that in Applicant's election filed March 4, 2003, Applicants elected 
SEQ ID NO: 1463 as the antisense sequence complementary to the yphC gene, SEQ 
ID NO: 12600 as the yphC gene product (polypeptide), and SEQ ID NO: 4228 as the 
yphC nucleic acid encoding the gene product (polypeptide). In the response filed 
August 1, 2005, Applicants have amended claims 71-76 to be directed to a different 
invention than the originally elected invention. 

As amended, claims 71-76 are directed to an invention that is independent or 
distinct from the invention originally elected for the following reasons: In the amendment 
filed August 1, 2005, Applicants have amended claims 71-76 to recite SEQ ID NO:8502 
as the nucleic acid encoding the gene product (polypeptide). Applicant has received an 
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action on the merits for the originally elected invention, SEQ ID NO: 4228 as the yphC 
nucleic acid encoding the gene product (polypeptide), and therefore claims 71-76 are 
drawn to a non-elected invention. 

In summary, claims 71-76 are withdrawn from further consideration pursuant to 
37 CFR 1.142(b), as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. Additionally, SEQ ID NOs. 521, 1390, 1845, 2782, 3283, 5021, 
5283, 10251, 10689, 10969, 11370, 11955, 13518, 13703, 3966, 6154, 6592, 6872, 
7273, 7857, 8502, 9420, and 9605 are withdrawn from further consideration pursuant to 
37 CFR 1.142(b), as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. Applicant timely traversed the restriction (election) requirement 
on March 4, 2003. 

Claims 12, 31, 45-69, 77-87, 89-96, 100, 101, 103, and 104 are examined on the 

merits. 

Claim Rejections - 35 USC §112 

In the previous Office Action mailed May 3, 2005, claims 31, 45-69, 71-84 and 
101 were rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. This rejection is withdrawn against claims 71-76 in 
view of Applicants amendment to these claims to recite nonelected subject matter. It is 
noted that claims 71-76 have been withdrawn from further consideration pursuant to 37 
CFR 1.142(b), as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. This rejection is also withdrawn against claims 31, 45-69, 
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and 77 in view of the Examiner's reassessment of the claims. Specifically, the 
Examiner is withdrawing this rejection against claims 31, 45-69, and 77 because these 
claims do not recite antisense nucleic acids with varying degrees of sequence identity to 
SEQ ID NO:1463. However, this rejection is maintained against claims 78-84 for the 
reasons of record set forth in the previous Office Action mailed May 3, 2005. 

Response to Arguments 

In response to this rejection, Applicants argue that the descriptions of percent 
sequence identity and antisense activity provides sufficient structural and functional 
characteristics to demonstrate Applicants possessed the claimed subject matter. 
Applicants contend that percent identity provides an overall generic description based 
on a particular sequence that structurally distinguishes the nucleic acid from other 
nucleic acids. Applicants further contend that antisense activity provides a functional 
description limiting the overall structure of the nucleic acid based on sufficient 
complementarity base pairing to have antisense activity. Applicants point to the interim 
written description guidelines which specifically notes: 

An applicant may also show that an invention is complete by disclosure of 
sufficiently detailed relevant identifying characteristics which provide evidence 
that applicant was in possession of the claimed invention, i.e., complete or 
partial structure, other physical and/or chemical properties, functional 
characteristics when coupled with a known or disclosed correlation between 
function and structure, or some combination of such characteristics. 

Applicants argue that the skilled artisan need only perform routine testing of sequences 
within such descriptions to confirm that such sequences have the desired antisense 



Application/Control Number: 09/815,242 Page 5 

Art Unit: 1635 

activity and thus, it would not take undue experimentation to find appropriate antisense 
sequences to support the claims. 

Applicant's arguments have been fully considered but are not found persuasive 
because contrary to Applicant's assertions, the Examiner disagrees that the 
descriptions of percent sequence identity and antisense activity provides sufficient 
structural and functional characteristics to demonstrate Applicants possessed the 
claimed subject matter. The Examiner is basing her argument on the fact that the mere 
recitation of a sought-for property of a nucleic acid cannot substitute for a description of 
the structure of those nucleic acids. 

Because the claims are so broad, a great deal of experimentation would be 
needed to identify, use, and discover those sequences with any particular percentage 
identity to SEQ ID NO:1463 as referenced in the claims. The instant specification does 
not provide guidance as to which of the astronomical number of embodiments 
embraced by the claims might have the functional properties required in the claims. 
Further, there are no working examples of any nucleic acids with any particular percent 
identity to SEQ ID NO:14634 that carry out the properties required in the claims. With 
limited disclosure provided by the specification, the skilled artisan cannot envision those 
antisense nucleic acids with varying degrees of sequence identity to SEQ ID NO:1463, 
which reduces the activity of a gene product required for cellular proliferation, thereby 
producing a sensitized cell as recited in the instant claims. Therefore, only SEQ ID 
NO:1463, and not antisense nucleic acids with varying degrees of sequence identity to 
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SEQ ID NO:1463, meets the written description provision of 35 U.S.C. 112, first 
paragraph. 

Double Patenting 

In the previous Office Action mailed May 3, 2005, claims 12, 31, 45-69, 71-87, 
89-96, 100, 101, 103 and 104 were rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-6, 9 and 10 of 
U.S. Patent No. 6,720,139 ('139). This rejection is maintained for the reasons of 
record set forth in the previous Office Action mailed May 3, 2005. 

Response to Arguments 

In response to this rejection, Applicants argue that the pending claims provide 
description of sequences and the rejection fails to indicate where the '139 patent claims 
such sequences. 

Applicant's arguments have been fully considered but are not found persuasive. 
As argued in the previous Office Action mailed May 3, 2005, the methods claimed in the 
'139 patent fully embraces the methods as instantly claimed. For example, claim 1 of 
the '139 patent is drawn to a broad genus of any antisense nucleic acid, while the 
instant claims are drawn to a particular species of an antisense nucleic acid, namely 
SEQ ID NO:1463. Thus, the species of the instant application anticipates the genus of 
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claim 1 of the '139 patent. Therefore, the methods claimed in the '139 patent embrace 
the methods as instantly claimed. 

TH.IS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Terra C. Gibbs whose telephone number is 571-272- 
0758. The examiner can normally be reached on 9 am - 5 pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Wang can be reached on 571-272-081 1 . The fax phone number for 
the organization where this application or proceeding is assigned is 571 -273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). \ 

October 13, 2005 / / ^ — - 

C/ ANDREW WANG C_J 
SUPERVISOR PWENT EXAMINER 
TECHNOLOGY CENTER 1 600 



